United States Patent and Trademark Office 


UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.usplo.]$ov 


APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/067,647 


02/04/2002 


Gary William Germano 


7590 


12701/2003 


Gary W. Germano 
18850 Melvin Avenue 
Sonoma, CA 95476 


6891 


EXAMINER 


RIOS CUEVAS, ROBERTO JOSE 


ART UNIT 


PAPER NUMBER 


2836 

DATE MAILED: 12/01/2003 


Please find below and/or attached an Office commxmication concerning this application or proceeding. 


PTO 90C (Rev 10/03) 


Office Action Summary 

Application No. 

10/067,647 

Applicant(s) 

GERMANO, GARY WILLIAM 

Examiner 

Roberto J Rios 

Art Unit 

2836 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 


A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, nnay a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to connmunlcation(s) filed on 06 October 2003 . 
2a)K This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD, 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 3 and 4 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 3 and 4 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n C!aim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 12 March 2002 is/are: a)M accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. §§119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) n Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 

Attachnient(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Informal Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: 


U.S. Patent and Trademark Offrce 
PTOL-326 (Rev. 11-03) 
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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 3 and 4 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the Invention. 

Regarding claim 3, the word "means" is preceded by the word(s) "circuit" in an 
attempt to use a "means" clause to recite a claim element as a means for performing a 
specified function. However, since no function is specified by the word(s) preceding 
"means," it is impossible to determine the equivalents of the element, as required by 35 
U.S.C. 112, sixth paragraph. See Ex parte Klumb, 159 USPQ 694 (Bd. App. 1967). 

Regarding claim 4, the reference to claim 1 creates confusion. Claim 1 claims a 
small remote control switch housing console as indicated by the transitional phrase 
"containing". Claim 4 recites "remote control on-off switch and relay as described in 
claim 1" and "said remote control switch/relay circuit in claim 1". Both recitations make 
reference to certain elements of claim 1 and not to the subject matter of claim 1 in its 
entirety. An improper dependent claim is one that does not incorporate aN of the 
limitations of the claim to which it refers. Thus, claim 4 is unclear and fails to clearly set 
forth the metes and bounds of the claimed invention. 

3. The following art rejection will be made as best understood by the Examiner in 
light of the above 35 USC 1 12 rejections. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 3 and 4 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Platzer Jr. (US patent 3,514,626). 

As per claim 3, Platzer teaches a small remote control" switch housing console 
containing an electrical on-off switch and relay, incorporating a circuit means whereby 
when power is interrupted to said remote control switch/relay, said switch/relay will 
revert to a "closed" electrical position regardless of said switch/relay's position prior to 
said power interruption (Figures 1-3; col. 1, line 55+). 

As per claim 4, Platzer teaches the combination of a series and parallel wired 
combined electrical "piggyback" plug/socket assembly and a single lead three conductor 
power cable, said cable providing both operating power and load switching connection 
to "remote control" on-off switch and relay as described in claim 1 , whereby when said 
electrical "piggyback" plug/socket assembly is inserted in series with an auxiliary 
switched electrical wall outlet and the electrical plug of a load, power interruption by said 
wall outlet's switch directs said remote control switch/relay circuit in claim 1 to a "closed" 
electrical position regardless of said remote switch/relay's position prior to said power 
interruption, thereby enabling said load plugged into said piggyback socket to always 
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return to a powered position when power is restored by said wall outlet switch (Figures 

5. 7, col. 1, line 55+). 

Response to Arguments 

6. Applicant's arguments with respect to claims 3 and 4 considered but are moot in 
view of the new ground(s) of rejection. However, the Examiner wants to further clarify 
his position. 

Applicant argues that none of the cited references use a single piggyback 
plug/socket assembly or a single three conductor cord for interconnection. As indicated 
in the above 35 U.S.C. 102 rejection, applicant's attention is directed to Platzer's Figure 
7. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., safer, ease of installation, less confusing, etc..) are not recited in the rejected 
claim(s). Although the claims are interpreted in light of the specification, limitations from 
the specification are not read into the claims. See In re Van Geuns, 988 F.2d 1181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

In response to applicant's arguments of unexpected results, evidence of 
secondary considerations, such as unexpected results and commercial success, is 
irrelevant to 35 U.S.C. 102 rejections and thus cannot overcome a rejection, 

MPEPf21 34.04. 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Communication with PTO 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(703) 308-0956. Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Roberto Rios whose telephone number is (703) 
306-5518. In the event that Examiner Rios cannot be reached, his supervisor, Brian 
Sircus may be contacted at (703) 308-31 19. The fax number for Before-Final 
communications and After-Final communications is (703) 872-9306. 

Roberto J. Rios 
Patent Examiner 


